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Art Unit: 3763 

DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3, 5, 6, 7, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jensen et al. (US 3661 144) in view of Dishler (US 6135 984) in further view of Buzzard et al 
(US 6162187) in view of Flom et al (US 5830214). 

3. Jensen discloses a suction apparatus comprising a handle device 1 coupled to a curved 
cannula 2 (Col. 1, lines 31-37), a side port 17 (Col. 2, line 59), and a second port 16 disposed 
sufficiently away from side port 17 (Col. 2, lines 60-61). See Figs. 1, 2, 5 and 6. 

4. Regarding claim 3, Jensen et al discloses that the side port 17 is recessed from the 
exterior surface of the curved portion of the cannula 2. See Figs. 1, 5 and 6. Regarding claim 5, 
Jensen et al discloses said curved portion comprising a closed tip 9 having a smooth, convex 
surface (Col. 1, lines 29-30). See Figs. 1, 2, 5 and 6. Regarding claim 6, Jensen et al discloses 
said curved portion having a smooth ventral surface. See Fig. 5. Regarding claim 7, Jensen et al 
discloses said curved portion having a smooth dorsal surface. See Figs. 1 and 6. 
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5. Claims 1 and 14 differ from Jensen in calling for the side port to be disposed at an angle 
of about 90 degrees to the plane of curvature. Dishler teaches a cannula for use in eye surgery 
having side ports 40 disposed at an angle of about 90 degrees to the plane of curvature to allow 
for the movement of liquid with the least amount of pressure change within the eye (Col. 8, lines 
40-55). Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the device of Jensen to have ports disposed at an angle of about 90 degrees 
to the plane of curvature as taught by Dishler to allow for the movement of liquid with the least 
amount of pressure change within the eye. 

6. Claim 1 further differs from Jensen et al in view of Dishler in calling for a first flexible 
tubing fluidly coupled to side port and vacuum source, a second flexible tubing fluidly coupled 
to second port and vacuum source. Buzzard teaches a fluid collection apparatus for a surgical 
device comprising a first and second vacuum tube for connection to aspiration ports, wherein the 
vacuum lines are controlled independently so that the user can precisely control the aspiration of 
tissue (Col. 4, lines 35-40). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of invention to modify the device of Jensen in view of Dishler to include a second 
vacuum tube as taught by Buzzard so that the user can precisely control the aspiration of tissue 
into the device. 

7. Claim 1 further differs from the teachings above in calling for a compression valve that 
comprises a piston which compresses the second tubing against a support member. Flom teaches 
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a fluid-evacuating device comprising a compression valve including a piston 128 that 
compresses flexible tubing 124 against a support member 130 so that the user can control the 
aspiration of fluid through the tube (Col. 9, lines 15-28). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of invention to modify the device above to have a 
compression valve as taught by Flom so that the user can control the aspiration of fluid through 
the tube. 

8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in view of 
Dishler in view of Buzzard in view of Flom as applied to claim 1 above, and further in view of 
Cucin (US 5795323). The claim differs from the teachings above in calling for a raised ridge 
surrounding at least a portion of the periphery of the side port. Cucin discloses a cannula 5 with 
projections 7A, 7B, 7C above aspiration aperture 8A, 8B, 8C (Col. 6, lines 62-65) forming a 
raised ridge around the periphery of the aspiration opening 9. See Figs. 2A and 2C. These 
projections or ridges allow tissue to be aspirated through the apertures 8A, 8B, 8C to a reservoir 
device associated with a vacuum source (Col. 7, lines 24-27). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to add ridges to the periphery 
of the side port disclosed in Jensen et al as taught by Cucin to allow material to be aspirated 
through the cannula. 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in view of 
Dishler in view of Buzzard in view of Flom as applied to claim 1 above, in further view of 
Cohen (US 3439675). The claim differs from the teachings above in calling for the curved 
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portion to be mad of flexible plastic having a smooth surface. Cohen discloses and ophthalmic 
needle comprising a cannula made of any variety of plastic capable of being manually bent (Col. 
2, lines 67-69). It would have been obvious to one or ordinary skill in the art at the time of 
invention to fashion the cannula disclosed by Jensen et al out of a flexible plastic as disclosed by 
Cohen so that it would be safe to use in the eye. 

10. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in 
view of Dishler in view of Buzzard in view of Flom as applied to claim 1 above, and further in 
view of Rowe (US 5246436) in further view of McGaffigan (US 6193714). The claim differs 
from the teachings above in calling for an optical fiber to be disposed in the handle and curved 
portion, and the curved portion to be capable of transmitting light from the optical fiber. Rowe 
discloses a probe 18 comprising a cannula 40 with an optical fiber 30 extending through it (Col. 
4, lines 59-61). See Fig. 2. It would have been obvious to one of ordinary skill in the art at the 
time of invention to modify the cannula disclosed by Jensen et al to contain a optical fiber as 
taught by Rowe to allow the surgeon to view the eye under a microscope as he cuts and aspirates 
away the vitreous. 

11. Claim 9 further differs from the above teaching in calling for the curved portion to be 
capable of transmitting light. McGaffigan discloses a medical probe wherein the distal end 51 is 
made of transparent material (Col. 6, lines 22-24). See Figs. 3 and 4. The disclosed probe has an 
adapter 69 to be connected to a suitable light source (Col. 5, lines 22-24) such as the optical fiber 
taught by Rowe. Therefore it would have been obvious to one of ordinary skill in the art at the 
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time of invention to make the distal end of the cannula containing an optical fiber as taught 
above of a transparent material as taught by McGaffigan. 

12. Claim 10 differs from Jensen in view of Dishler in view of Buzzard in view of Flom in 
view of Rowe in calling for the curved portion to be made of light transmitting plastic. 
McGaffigan discloses that the transparent distal end be made of a material having sufficiently 
high luminous transmittance such as a transparent polymer including a variety of different 
plastics (Col. 7, lines 23-28). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to fashion the curved cannula in Jensen et al out of a light 
transmitting plastic material as taught by McGaffigan so that the light from the optical fiber 
contained within the cannula can illuminate the surface on which the surgeon is operating. 

13. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in view of 
Dishler in view of Buzzard in view of Flom in view of Rowe in further view of McGaffigan as 
applied to claims 9 and 10 above, and further in view of Edwards et al (US 6325798). The claim 
differs from the previous teaching in calling for the curved portion to comprise a window made 
from light transmitting plastic. Edwards et al discloses a catheter tube 30 where any portion can 
be made from a transparent material so that the physician can visualize at any location along the 
length of the catheter (Col. 33, lines 1-2 and 7-10). See Fig. 3. A window on the curved portion 
is inherently included in Edwards's disclosure of a portion anywhere along the length of the 
catheter. Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
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invention to modify the above taught device with a window made of light transmitting plastic as 
taught by Edwards et al. 

14. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in view of 
Dishler in view of Buzzard in view of Flom in view of Holzer (US 5242386). The claim differs 
from Jensen et al in calling for a second side port, wherein the side port and the second side port 
are fluidly coupled. Holzer discloses a suction tube 30 having two side ports 34 (Col. 2, lines 
40-44) wherein the two side ports are fluidly coupled. See Fig. 2. Holzer further discloses that 
the position of the two side ports allows for unobstructed removal of material from the body 
(Col. 3, lines 28-31). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of invention to modify the cannula disclosed by Jensen et al to include a second side 
port fluidly coupled to the first side port as taught by Holzer to provide unobstructed suction to 
the area on which the surgeon is operating. 

15. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jensen in view of 
Dishler in view of Buzzard in view of Flom. The claim differs from Jensen et al in calling for 
the curved portion to have a radius of curvature substantially equal to a radius of curvature of a 
human eye. Dishler discloses a curved prong element 50 being used on the cornea 72 of an eye 
70 (Col. 9, lines 29-32). See Fig. 4. It is clear from the figure that the radius of curvature of the 
device is substantially equal to that of the radius of curvature of the human eye. It would have 
been obvious to one of ordinary skill in the art at the time of invention to modify the device 
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disclosed by Jensen et al to have a radius of curvature similar to that of the human eye as taught 
by Dishler so that it could be used easily to operate on the human eye. 

Response to Arguments 

16. Applicant's arguments, see page 5, filed 7/18/06, with respect to the rejection(s) of 
claim(s) 1, 3, 5, 6, 7, 14 under Jensen in view of Dishler in view of Kadan have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of Jensen in view of Dishler 
in view of Buzzard in view of Flom. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura A. Bouchelle whose telephone number is 571-272-2125. 
The examiner can normally be reached on Monday-Friday 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 517-272-4977. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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